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1. REAL PARTY IN INTEREST 

Unilever Home & Personal Care USA, Division of Conopco, Inc. is the real party 
in interest. 

II. RELATED APPEALS AND INTERFERENCES 

There are no other prior or pending appeals or interferences or judicial 
proceedings known to appellant, the appellant's legal representative, or assignee which 
may be related to, directly affect or be directly affected by or have a bearing on the 
Board's decision in the pending Appeal. 

III. STATUS OF CLAIMS 

Claims 1 and 3-16 are on Appeal. Claim 2 has been canceled. Of the appealed 
claims, amendments have been entered revising claims 1, 3, 6, 8, 12 and 13. Claims 
added to those originally present are claims 8-16. 

IV. STATUS OF AMENDMENTS 

Subsequent to the Final Office Action, appellant submitted amendments to claims 
6, 8, 12 and 13. These amendments were entered by the Examiner. See the Advisory 
Action. 
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V. SUMMARY OF CLAIMED SUBJECT MATTER 



Claim 1 concerns a cosmetic composition which comprises a salt of malonic acid 
defined as a mixture of a half neutralized and a fully neutralized acid in a molar ratio 
ranging from about 1000:1 to about 1:1000, respectively, in a cosmetically acceptable 
carrier. The composition exhibits a Flexibility Value greater than 1 in the Porcine Skin 
Test. See the specification at page 4, paragraph [0009]; page 5, paragraph [00013]; 
and page 7, paragraph [00017]. 

Dependent claim 3 further focuses the molar ratio to a range from about 2:1 to 
about 1:200. See page 7, paragraph [00017]. 

Dependent claim 4 identifies the salt as a cationic counterion to malonate which is 
an inorganic cation selected from the group consisting of lithium, sodium, potassium, 
magnesium, calcium, ammonium and combinations thereof. See page 6, paragraph 
[00014]. 

Dependent claim 5 identifies the cationic counterion to malonate as an organic cation 
having from 2 to 1000 carbon atoms selected from the group consisting of 
polyethyleneimine, triethanolamine, diethanolamine, propanolamine, monoethanolamine, 
methyiamine, ethylamine, propylamine, isopropylamine, butylamine, isobutylamine, 
t-butylamine, pentylamine, isopentylamine, hexylamine, cyclohexylamine, 
cyclopentylamtne, norbornylamine, octylamine, ethyihexylamine, nonylamine, decylamine, 
pyrrolidone, amino acids (lysine, arginine, alanine, glutamine, histidine, glycine), 2-amino- 
2-methyl-1-propanol, dimethylethanolamine, tris(hydroxymethyl)amino methane and 
combinations thereof. See page 6, paragraph [0001 5]. 
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Independent claim 6 is directed to a method for controlling signs of aging. The 
method comprises providing a cosmetic composition identical to that defined in claim 1 
and then applying the cosmetic composition to the skin. See page 4, paragraph [00010], 

Dependent method claim 7 identifies the signs of aging that are controlled as 
softness, suppleness and flexibility. See page 5, paragraph [0001 1]. 

Composition claim 8 dependent from claim 1 identifies the salt of maionic acid as 
being present in an amount from about 0.1% to about 15%. See page 7, paragraph 
[00016]. 

Composition claim 9 dependent from claim 1 specifies that the maionic acid is 
present in an amount from about 0.5% to about 8% by weight. See page 7, paragraph 
[00016]. 

Composition claim 10 dependent from claim 1 identifies the salt of maionic acid as 
having a cation selected from the group consisting of ammonium, dimethyl 
ethanolammonium and tris(hydroxymethyl) methane ammonium salt See page 6, lines 
20-24. 

Method claim 1 1 dependent from claim 6 specifies that the molar ratio of half to fully 
neutralized acid ranges from about 2:1 to about 1:200. See page 7, paragraph [00017]. 

Method claim 12 dependent from claim 6 specifies that the salt of maionic acid is 
present in an amount from about 0.1% to about 15%. See page 7, paragraph [00016]. 
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Method claim 1 3 dependent through claim 6 specifies that the salt of malonic acid is 
present in an amount from about 0.5% to about 8% by weight. See page 7, paragraph 
[00016]. 

Method claim 14 is dependent through claim 6 reciting the salt of malonic acid having 
a cation selected from the group consisting of an ammonium, dimethyl ethanolammonium 
and tris(hydroxymethyl) methane ammonium salt. See page 6, lines 20-24. 

Method claim 16 is dependent through claim 6 and recites the cationic counterion to 
malonate as being an organic cation having from 2 to 1000 carbon atoms selected from 
the group consisting of polyethyleneimine, triethanolamine, diethanoiamine, 
propanolamine, monoethanolamine, methylamine, ethylamine, propylamine, 
isopropylamine, butylamine, isobutylamine, t-butylamine, pentylamine, isopentylamine, 
hexylamine, cyclohexylamine, cyclopentylamine, norbornylamine, octylamine, 
ethylhexylamine, nonylamine, decylamine, pyrrolidone, amino acids (lysine, arginine, 
alanine, glutamine, histidine, glycine), 2-amino-2-methyl-1-propanol, 
dimethylethanolamine, tris(hydroxymethyl)arnino methane and combinations thereof. See 
page 6, paragraph [00015]. 

VI. GROUNDS OF REJECTION TO BE REVSEWED ON APPEAL 

Are claims 1 and 3-16 obvious under 35 U.S.C. § 103(a) over Jokura etal. (U.S. 
Patent 5,641 ,495)? 

Are claims 1, 3-4, 6-9, 11-13 and 15 obvious under 35 U.S.C. § 103(a) over 
Beerse et al. (WO 00/61107)? 
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VII. APPELLANT'S ARGUMENTS 



Are claims 1 and 3-16 obvious under 35 U.S.C. § 103(a) over Jokura et al. 
(U.S. Patent 5,641 ,495)? 

Appellant has found that skin softness, suppleness and flexibility can be improved 
through use of malonate salts. These salts are a combination of mono- and di- 
neutralized acid groups of malonic acid. 

Jokura has but a single reference to malonic acid. See column 3 lines 33-34. 
Malonic is in a list with succinic, fumaric, maleic, glutaric, adipic, phthalic and 
terephthalic acids. Yet even here the reference mishandles the structure. The "X" of 
malonic is "CH 2 " instead of the specified "CH 3 ". The reference is silent as to malonic in 
all other respects. 

Further, none of the Examples utilize malonic acid. The only exemplified 
dicarboxylic acid is succinic. Even the exemplification of succinic acid does not disclose 
the half neutralized acid salt, i.e. sodium or potassium hydrogen succinate. The Jokura 
et al. Examples obscure and they even teach away from the half neutralized salt. For 
instance, Table 1 recites succinic acid and potassium succinate trihydrate. Nowhere is 
there mention of potassium hydrogen succinate trihydrate. Similarly in Table 2 succinic 
acid and sodium succinate are listed. Absent is sodium hydrogen succinate, the half 
salt. 

Experiments have been performed via a Porcine Skin Test described in Example 
9. Under Table VIII, it is seen that malonate salts are much better than glycolate or 
succinate salts with respect to improving skin flexibility (softness and suppleness). 
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These results were surprising. Glycoiates which are afpha-hydroxycarboxylic acids are 
well known to improve the flexibility of skin. Non-hvdroxv carboxvlic acids such as 
malonic have not received very much attention and are not particularly known for having 
any special skin activity. It was surprising to observe that the malonate was substantially 
better than the glycoiate salt. Even more interesting was that succinate (malonic acid 
with one extra methylene group) did not perform well. Anyone skilled in the art would 
neither have expected nor selected malonates over succinates in considering the Jokura 
reference. 

Jokura et a(. discloses the unneutraiized acid (component B) and the partially 
neutralized acid (component C). The free acid can only co-exist with a partially 
neutralized salt because of pKa considerations. There is thus no disclosure of a fully 
neutralized malonic acid (i.e. formula II at page 6). 

The Examiner has highlighted the reference as teaching a molar ratio of 
dicarboxylic acid to dicarboxylic salt as being from 1 :9 to 9:1 . Jokura et al. states a ratio 
of free acid to neutralized acid. By contrast, appellant claims a ratio of mono to di- 
neutralized (i.e. half to fully neutralized) malonic acid. The ratio does not involve free 
acid. 

Addition of a neutralizing agent to the free malonic acid would achieve mixtures of 
free and mono-salts (half neutralized). There would be no di-salt (fully neutralized) 
malonate present in a system that also included totally non-neutralized ("free") malonic 
acid. AH three species, i.e. free, mono-salt (half neutralized) and di-sait (fully 
neutralized), could not coexist together. Yet the reference requires the presence of free 
acid, component B. Since the free acid must be present, the fully neutralized salt of that 
free acid could not coexist therewith. The pKa of malonic acid would not permit the 
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presence of all three Thus, there is a fundamental inconsistency in Jokura et 

a!. If the skilled chemist accepts the necessity for a free acid, then the di-sait of malonic 
could not be present. Jokura et ai. lacks the claimed di-salt of formula II. 

The Examiner has suggested that those of ordinary skill in the art could 
manipulate the acid to salt ratio through adjustment of pH. The motivation to manipulate 
the ratio was said by the Examiner to reside with desirability of adjusting pH between the 
disclosed 3 to 10 range. The pH range was noted at column 3, lines 30-65. Further, 
motivation to partially or fully neutralize the acid was said to focus on avoiding irritation 
of the skin from the acidic form of malonic acid. 

The fallacy of the foregoing argument is that the reference itself requires the 
presence of a very substantial amount of malonic in acid form, i.e. component (B). With 
the required full presence of dicarboxylic acid form, the skilled chemist reading this 
reference would not be motivated to neutralize to any extent that does not involve the 
presence of acid form. Yet the acid presence because of relative pKa requires the 
absence of the di-salt. Before any di-salt forms, ail of the original dicarboxylic (malonic) 
acid must have at least one carboxy unit neutralized (i.e. a mono-salt). The di-salt 
cannot exist in the presence of totally unneutralized acid. Hence there can be no 
motivation to the skilled chemist to achieve a mixed mono- and di-salt. This chemist 
would know that free acid according to Jokura must be present and such cannot occur 
with any di-salt in the formula. 

The Examiner has criticized appellant's comparative examples. Primarily the 
criticism is to lack of scope, especially with respect to comparisons against succinic 
acid/salts. 
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Appellant submits that the reference exemplifies the succinate next higher 
homolog of malonate. And except for a single instance in the broad specification, 
Jokura et al. does not discuss malonate. There is no example of a malonate. Since the 
disclosure is anemic on malonate yet expansive on succinate, appellant submits that the 
scope of the present showing is commensurate with the relative disclosures (succinate 
vs. malonate) in Jokura et al. The skilled chemist in reading Jokura et al. would be led 
to utilize or at least test succinate. Malonates would certainly not be an initial choice. 
Upon testing the succinate, the skilled chemist would be dissuaded from trying the 
malonate upon finding a relatively poor performance in a skin evaluation such as the 
claimed Porcine Skin Test. In certain ways Jokura et al. could be said to lead the skilled 
chemist away from using malonate by highlighting inferior performing dicarboxylic acids 
or salts. 

Based on the foregoing considerations, it is evident that Jokura et al. does not 
present a prima facie case of obviousness. The simultaneous presence of both mono- 
and di- malonate salt is not present in the reference. Even were the claims to be 
considered prima facie obvious, the skilled chemist would not have been motivated to 
arrive at the present claims based on appellant's comments vide supra. 

Are claims 1, 3-4, 6-9, 11-13 and 15 obvious under 35 U.S.C. § 103(a) over 
Beerse etai. (WO 00/61107)? 

Beerse et al. was cited specifically for the Example 14 disclosure. Therein is 
reported a composition comprising 3.20% sodium malonate and 4.00% malonic acid. 
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Unlike the claimed invention, Beerse does not disclose a half neutralized salt of 
malonic acid. There is reference to only one malonate salt mentioned. It is not known 
whether the "sodium malonate" is meant to be disodium malonate (fully neutralized) or 
sodium hydrogen malonate (half neutralized) variant. 

Malonic acid is present as a proton donating agent. This means it is selected 
simply because it is an acid rather than for any special aspect of the organic radical. 
Indeed, mineral acids are considered by Beerse as the equivalent of any organic acid. 
Even giving the "proton donating agent" the broadest possible interpretation, the only 
remotely implied function is that of an anti-microbial substance. Thus, those skilled in 
the art would not be led to utilize malonates for the presently claimed purpose of 
controlling signs of aging such as improving skin softness, suppleness and flexibility. 
Present method claim 6 specifically focuses upon controlling the signs of aging through 
use of certain malonate salt combinations. Composition claim 1 inherently recites 
functionality of controlling signs of aging through requirement of a Flexibility Value 
greater than 1 in the Porcine Skin Test. 

Beerse et al. requires a proton donating agent which at least in part must have 
unneutralized acid functionality, e.g. malonic acid. A mono-salt (half neutralized) of 
malonic can coexist with the di-acid form (unneutralized). What is not possible is that all 
three species, free acid, mono-salt (half neutralized) and di-salt (fully neutralized), would 
coexist together. The presence of mono- and di- salts would exclude equilibrium with 
free acid. Since the reference requires free acid, this reference cannot be teaching 
appellant's claim combination of half and fully neutralized malonate salt. The "sodium 
malonate" in Example 14 clearly must be the half neutralized sodium salt of malonic 
acid. 
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Selection of malonate salt mixtures for purposes of controlling the signs of aging is 
an unobvious selection. This is particularly so in contrast to the next closest homolog, 
i.e. succinate salts. Beerse et at. in Example 2 and 5 disclose a succinic acid/sodium 
succinate combination. Appellant has demonstrated in the specification under Example 
9 that the malonate salt mixture gave a substantially better Flexibility Value in the 
Porcine Skin Test, compare 1.36 to 0.85 on Flexibility Value. 

In response to appellant's arguments on function, the Examiner emphasized that 
Beerse teaches a combination comprising sodium malonate. From this, it is concluded 
that even though another advantage may have been recognized for sodium malonate, 
the different advantage or purpose is irrelevant. Apparently this is an inherency 
argument. 

Appellant submits that the "sodium malonate" of the reference is not a combination 
of sodium malonate and sodium hydrogen malonate, i.e. di-sa!t and mono-salt, required 
by the present claims. Therefore, there is nothing inherent derived from the "sodium 
malonate"; it is not the same composition of salts presently claimed. The different 
function does here matter. 

Another argument of the Examiner is that the skilled chemist would have been 
motivated to manipulate pH in the Beerse et a!, formulas. By manipulation of pH, it is 
argued that the skilled chemist would have arrived at the claimed combination of half 
and fully neutralized salts. 
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Again the problem with this thesis is that Beerse et al. requires the presence of a 
certain amount of free acid. Any motivation to manipulate pH would be inhibited to 
achieve an equilibrium that would not include free acid. Yet the required presence of 
free acid eliminates the possibility of a di-salt. 

In the Examiner's Advisory Action, the Examiner argued that the claims do not 
require a combination of acid salts but rather is directed to a salt of malonic acid which is 
either neutralized fully or half neutralized. The Examiner identifies the claim recitation of 
"a salt of malonic acid". She argues that "if a claim contained a mixture of malonic acid 
salts, then the claim would not state 'a' malonic acid salt." 

The term "a" is merely a formality matter to provide antecedent basis to subsequent 
mention of "malonic acid". Independent claims 1 and 6 are quite clear in their recitation 
of the presence of both "a half neutralized and a fully neutralized acid". This is 
reinforced by recitation of a molar ratio of the two salt species. 

In view of the foregoing remarks, appellant requests the Board of Patent Appeals 
and Interferences to reverse the Examiner's rejections. 



Respectfully submitted, 




Milton L. Honig 
Registration No. 28,617 
Attorney for Appellant(s) 



MLH/sm 
201-894-2403 
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V1H. CLAIMS APPENDIX 



Claim 1. A cosmetic composition comprising: 

(i) from about 0.0001 to about 30% by weight of a salt of malonic acid which 
is present as a half neutralized and a fully neutralized acid in a molar ratio 
ranging from about 1000:1 to about 1:1000, respectively; 

(ii) from about 1 to about 99.9% by weight of a cosmetically acceptable carrier; 
wherein the composition exhibits a Flexibility Value greater than 1 in the Porcine 
Skin Test. 

Claim 3. The composition according to claim 1 wherein the molar ratio is about 2:1 to 
about 1 :200. 

Claim 4. The composition according to claim 1 wherein the salt has a cationic counterion 
to malonate which is an inorganic cation selected from the group consisting of lithium, 
sodium, potassium, magnesium, calcium, ammonium and combinations thereof. 

Claim 5. The composition according to claim 1 wherein the cationic counterion to 
malonate is an organic cation having from 2 to 1 ,000 carbon atoms selected from the 
group consisting of polyethyleneimine, triethanolamine, diethanolamine, propanolamine, 
monoethanoiamine, methylamine, ethytamine, propylamine, isopropylamine, butyiamine, 
isobutylamine, t-butylamine, pentylamine, isopentylamine, hexylamine, cyclohexylamine, 
cyclopentylamine, norbomylamine, octylamine, ethylhexylamine, nonyiamine, decylamine, 
pyrrolidone, amino acids (lysine, arginine, alanine, glutamine, histidine, glycine), 2-amino- 
2-methyl-1-propanoi, dimethyiethanolamine, tris(hydroxymethyl)amino methane and 
combinations thereof. 
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Claim 6. A method for controlling signs of aging comprising: 
providing a cosmetic composition comprising: 

(i) from about 0.0001 to about 30% by weight of a satl of malonic acid 
which is present as a half neutralized and a fully neutralized acid in 
a molar ratio ranging from about 1000:1 to about 1:1000, 
respectively; 

(ii) from about 1 to about 99.9% by weight of a cosmetically 
acceptable carrier; 

wherein the composition exhibits a Flexibility Value greater than 1 
in the Porcine Skin Test; and 
applying the cosmetic composition to the skin. 

Claim 7. The method according to claim 6 wherein the signs of aging that are controlled 
are softness, suppleness and flexibility. 

Claim 8. The composition according to claim 1 wherein the salt of malonic acid is 
present in an amount from about 0.1% to about 15%. 

Claim 9. The composition according to claim 1 wherein the malonic acid is present in an 
amount from about 0.5% to about 8% by weight. 

Claim 10. The composition according to claim 1 wherein the salt of malonic acid has a 
cation selected from the group consisting of an ammonium, dimethylethanolammonium 
and tris(hydroxymethyl)methane ammonium salt. 
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Claim 1 1 . The method according to claim 6 wherein the molar ratio is about 2:1 to about 
1:200. 

Claim 12. The method according to claim 6 wherein the salt of malonic acid is present in 
an amount from about 0.1% to about 15%. 

Claim 13. The method according to claim 6 wherein the salt of malonic acid is present in 
an amount from about 0.5% to about 8% by weight. 

Claim 14. The method according to claim 6 wherein the salt of malonic acid has a cation 
selected from the group consisting of an ammonium, dimethylethanolammonium and 
tris(hydroxymethyl)methane ammonium salt. 

Claim 15. The method according to claim 6 wherein the salt has a cationic counterion to 
malonate which is an inorganic cation selected from the group consisting of lithium, 
sodium, potassium, magnesium, calcium, ammonium and combinations thereof. 

Claim 16. The method according to claim 6 wherein the cationic counterion to malonate is 
an organic cation having from 2 to 1 ,000 carbon atoms selected from the group consisting 
of polyethyleneimine, triethanolamine, diethanolamine, propanolamine, 
monoethanolamine, methylamine, ethylamine, propylamine, isopropylamine, butylamine, 
isobutylamine, t-butylamine, pentylamine, isopentylamine, hexyiamine, cyclohexylamine, 
cyclopentylamine, norbornylamine, octylamine, ethyl hexyiamine, nonylamine, decylamine, 
pyrrolidone, amino acids (lysine, argtnine, alanine, glutamine, histidine, glycine), 2-amino- 
2-methyl-1-propanol, dimethylethanolamine, tris(hydroxymethyl)amino methane and 
combinations thereof. 
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IX. EVIDENCE APPENDIX 

None. 
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RELATED PROCEEDINGS APPENDIX 



